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WEBINAR

IP Protection during 

COVID-19 Outbreak

15:00 – 16:00, 16TH June 2020

Waiting for the organisers, the webinar will begin shortly…
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Questions?

question@china-iprhelpdesk.eu

Enquiry Helpline

Guides & Factsheets

Training Workshops

Website & Blog

Webinars

Helpdesk free services

question@china-iprhelpdesk.eu

www.china-iprhelpdesk.eu
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Mr. Matias Zubimendi is the IP Business Advisor at China IPR SME Helpdesk, where he advises European SMEs on

intellectual property rights matters. Mr. Zubimendi holds a Master’s degree in Chinese Civil and Commercial Law from

Peking University as well as a Master’s degree in Intellectual Property Law from Austral University in cooperation with

the World Intellectual Property Organisation. Mr. Zubimendi has a strong background in both business development and

intellectual property rights protection, having previously worked as a China Business and Legal Consultant at Terragene,

where he focused on business development and as a Director of Legal Affairs at Conquer Europe. Previously, he has also

worked as a Patent and Trademark Attorney at Phoebus Abogados and Mazzeo & Canet, where he represented SMEs as

well as Fortune 500 companies.

Mr. Zubimendi has given lectures at various conferences including the Ibero-American Conference on Chinese Studies

and published several articles including The legal protection of intangibles in the video games industry. As a Professor

Assistant, he has also given lectures on Commercial Law and Procedural law, while focusing on Copyright and AI in his

research. Mr. Zubimendi is a native Spanish speaker fluent in English.

Name Matias Zubimendi

Company China IPR SME Helpdesk

Email matias.zubimendi@china-iprhelpdesk.eu

Speaker’s Bio 

mailto:matias.zubimendi@china-iprhelpdesk.eu
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- Matias Zubimendi, 11.11.2020

Technical 

IP Protection 

in Medtech Industry
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IPR in Medtech Industry

- Two approaches
01

Protection

1. Product

1.1) Product protection

1.1.1) Medical devices

1.1.2) Drugs

1.1.3) Software protection
1.2) R&D of new products

1.3) Due diligence

2. Business

2.1) Branding and design

2.2) Exploitation of IPRs

2.3）APPs & SAAS
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Introduction to IPR

Intellectual Property Rights
02

• Main intellectual property rights

▪ Innovation Patents & Utility models

▪ Design patents

▪ Trade marks

▪ Copyright

▪ Trade secrets 

▪ Know-how

• Main principles

▪ Registration

▪ Territoriality
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Product Protection
03

Alternatives for Protecting Your Products:

Innovation Patents / Utility Models / Trade Secrets

Innovation Patents & Utility Models

What can I protect with an innovation patent?

How can I initiate patent registration?

• China National Intellectual Property Agency (CNIPA)

• PCT

Requirements

Difference between innovation patents and utility models

Parallel registration
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Methods for the diagnosis or 

treatment of diseases 

(art. 25 Patent Law)

▪ What exactly is out of protection?

Compulsory licenses 

(art. 50 Patent Law) 
4.2

4.34.1
Non-infringement cases 

(Art. 69.5 Patent Law)

▪ Pharmaceutical patent term extension

▪ Preliminary pharmaceutical patent linkage system

▪ Open license system

Innovation Patents
04

– Medical Sector Specifics

4th Patent Law Amendment modifications 

(2020)4.4
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Trade Secrets

– Keep your secrets secret
05

• Basics

▪ Non-public information

▪ Requirements

▪ Protective measures

• Physical

• Legal

• Electronic

• Main danger for trade secrets: 

Bureaucracy 

▪ Business permissions – CMA & 

CNAS Certificates

▪ Drug tests

▪ Academic papers

5.25.1
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Basics

Software

▪ Copyright or patent protection

Copyright06

Databases

▪ Expression of an idea

▪ Registration alternatives

▪ Copyright protection conditions

▪ Cyber Security Law – sensible 

information storage
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R&D

– Basics
07

7.1. Markets targeted

▪ Principle of territoriality

▪ Catalogues for export and 

import of technologies 

– Restrictions and prohibitions

▪ Foreign Investment Law (2020) 

– Restrictions and prohibitions

7.2. Who will develop the 
technology?

▪ EU SME

▪ Chinese Entity - fair compensation

▪ Joint work

7.3. Type of company

▪ WFOE

▪ Joint Ventures

7.4. Parties

▪ Inventors

▪ Partners – ownership rules

7.5. Employees – inventors

▪ Employee Handbooks 

▪ Protocols

▪ Fair remuneration
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R&D

– Ownership
07

7.6. Registration

▪ IPRs

• EU entity
• Chinese entity

▪ Technology transfer contracts    

– Tax benefits

7.7. Ownership possibilities

▪ Sole ownership of all the IPRs by 

the EU SME

▪ Sole ownership of all the IPRs by 

the Chinese partner

▪ Business partners

▪ Co-ownership, shared between the 

EU SME and the Chinese business 

partner.

7.8. Clauses to include in contracts
for Co-ownership

▪ Licenses / cross licenses of 

accessory technologies

▪ Registration fees

▪ Enforcement

▪ Decision making

▪ Future developments

▪ Exploitations
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8.1 Basics

▪ Concept

▪ Who can help?

• Embassies

• Chambers

▪ National Certificates Databases

▪ National Enterprise Credit Information Publicity

System website (http://www.gsxt.gov.cn/index.html)

▪ Patent Search on CNIPA web is here

Due Diligence 08

What should you pay attention to?

• Business scope

• Legal representative

• Shareholders

• Capital

• Type of Company

• Sanctions

8.2 Tools

http://www.gsxt.gov.cn/index.html
http://pss-system.cnipa.gov.cn/sipopublicsearch/inportal/i18n.shtml?params=902F004CA61084A284089435EAAEA94F59CC921A916ADCEB
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R&D

✓ Have clear rules of ownership

✓ Protect future technologies

✓ Check the technology import / export catalogues in advance

✓ Train your employees and pay them fairly

Product development

✓ Register your IPRs 

✓ Avoid trade secrets if possible, protect them if not

✓ Remember the parallel registration

✓ Claim the extension of patent protection if there is delay

Takeaway Messages09
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✓ Contact the China IPR SME Helpdesk   question@china-iprhelpdesk.eu

Due diligence

✓ Contact your Embassy and/or Chamber of commerce

✓ Study your partner in detail

✓ Check their IPRs and authorizations

Takeaway Messages09



Questions?
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@ChinaIPR@iprchina

www.youripinsider.eu www.ipr-hub.eu

Stay connected!

@chinaipr-hd
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